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DETAILED ACTION 

1 . Applicants canceled claims 3 and 5. 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

4. Claims 1, 2, 4, 6-9, 11 and 12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ota et al (JP 1 1-109613 and its machine-assisted English translation 
provided by JPO) in view of Bingel (5,739,376). 

Ota teaches a positive photoresist composition containing a fullerene derivative 
soluble in a solvent for a resist, a photoacid generator and an acid-labile resin. Ota also 
teaches a negative photoresist composition containing a fullerene derivative, a 
photoacid generator, an alkali-soluble resin and a crosslinking compound (see abstract 
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of the English translation). Ota also teaches the use of organic solvent (see [0072] of 
English translation) as well as various additive agents such as acid diffusion controlling 
agent (see [0070] of English translation). Ota teaches present pattern-forming method 
(see [0073] of English translation). 

Ota teaches ([001 1]) the following fullerene derivative; 




For this compound, present "n" would be 1 and thus does not teach present "n" value of 
two or more. Bingel teaches (see col.1 , lines 38-45, lines 55-63, col. 2, lines 25-27, 
col. 3, lines 34-50 and Examples 1 and 2) the equivalence of a fullerene derivative 
having one malonic ester residue and a fullerene derivative having two or more malonic 
ester residues in terms of improving solubility and polarity of the fullerene derivatives. 
Based on this teaching of equivalency in terms of providing improved solubility and 
polarity of the fullerene derivatives, it would have been obvious to one skilled in the art 
to obtain Ota's fullerene derivative having two or more malonic ester residues. Thus, 
Ota in view of Bingel would render obvious present inventions of claims 1,2,4, 6-9 and 
11. 

With respect to present claim 12, Ota teaches equivalence of the -COOC2H5 
group and -COO-t-butyl (see [0008] of English translation). Based on Ota's such 
teaching in view of Bingel's teaching, it would have been obvious to one skilled in the art 
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to obtain Ota's fullerene derivative having two malonic ester residue groups having t- 
butyl groups (instead of the ethyl groups) with a reasonable expectation of success. 
Thus, Ota in view of Bingel would render obvious present invention of claim 12. 

5. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ota et al 
(JP 11-109613 and its machine-assisted English translation provided by JPO) in view of 
Bingel (5,739,376) as applied to claim 1 above, and further in view of Sato et al 
(6,159,652). 

Although Ota in view of Bingel does not teach present organic carboxylic acid, 
use of such compound in a photoresist composition is already known in the art to 
provide high sensitivity and high resolution for the composition. See Sato, col. 10, lines 
57-64. Thus, it would have been obvious to one skilled in the art to use an organic 
carboxylic acid in Ota's photoresist composition in order to provide high sensitivity and 
high resolution. Therefore, Ota in view of Bingel would render obvious present 
invention of claim 10. 

Response to Arguments 

6. Applicants points out to Comparative Example 1 of present specification in which 
the fullerene derivative of Ota (n=1 ) was undissolved in the resist solvent and from 
Comparative Example 4, in the case of the fullerene derivative of Ota, the pattern 
configuration was not developed. However, such argument of unexpectedly superior 
results of present invention is not found to be persuasive because the comparison is not 
made to the closet prior art. Evidence of unexpected properties may be in the form of a 
direct or indirect comparison of the claimed invention with the closest prior art which is 
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commensurate in scope with the claims. See In re Boesch, 617 F.2d 272, 205 USPQ 
215 (CCPA 1 980). See also MPEP 71 6.02(e). An affidavit or declaration under 37 CFR 
1 .132 must compare the claimed subject matter with the closest prior art to be effective 
to rebut a prima facie case of obviousness. In re Burckel, 592 F.2d 1 175, 201 USPQ 67 
(CCPA 1979). "A comparison of the claimed invention with the disclosure of each cited 
reference to determine the number of claim limitations in common with each reference, 
bearing in mind the relative importance of particular limitations, will usually yield the 
closest single prior art reference." In re Merchant, 575 F.2d 865, 868, 197 USPQ 785, 
787 (CCPA 1978) (emphasis in original). Where the comparison is not identical with the 
reference disclosure, deviations therefrom should be explained, In re Finley, 174 F.2d 
130, 81 USPQ 383 (CCPA 1949), and if not explained should be noted and evaluated, 
and if significant, explanation should be required. In re Armstrong, 280 F.2d 132, 126 
USPQ 281 (CCPA 1960). Also, the results for present Example 4 are labeled as 
"dissolved" whereas the results for Comparative Example 1 are labeled as "not 
dissolved". By merely looking at those relative terms, it is rather difficult to ascertain the 
degree of improvement or superiority of present invention. 

Applicants argue that the relationship between the number of subscript n and the 
solubility remains unrecognized in Bingel. Applicants also argue that Bingel does not 
disclose the use of fullerene derivatives in the resist composition or the type of fullerene 
derivative to render the solubility in solvent necessary to obtain the effects required by 
present invention. Thus, applicants argue that adopting Bingel's fullerene derivative into 
the resist composition of Ota is not obvious nor would one skilled in the art combine the 
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two with any reasonable expectation of success. The Examiner disagrees. Bingel 
states that it was his objective to synthesize fullerene derivatives containing structural 
units having functional groups which improve physical properties, such as solubility or 
polarity of the fullerene derivatives. Then, as specific examples of such fullerene 
derivatives, Bingel teaches those shown in Example 1 (n=1) and Example 2 (n=2). 
Based on Bingel's teaching, it is the Examiner's position that one skilled in the art would 
have been motivated to use Bingel's compound of Example 2 in Ota's composition 
(since Ota's composition is said to contain a fullerene derivative soluble in a solvent for 
a resist) with a reasonable expectation of success. 

For the reasons stated above, present rejection over Ota in view of Bingel still 
stands. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 
pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Sin J. Lee/ 

Primary Examiner, Art Unit 1795 
October 26, 2008 



